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This is in response to the petition under 37 C.F.R. 1.47(a) 1 , filed March 13, 2002. 

The above-identified application was filed on August 6, 2001, identifying John Macdonough, 
Brian Lovejoy, and Joel McCleary as joint inventors. On September 13, 2001, applicant was 
mailed a "Notice to File Missing Parts of Nonpro visional Application - Filing Date Granted" 
(Notice), requiring an executed oath or declaration in compliance with 37 C.F.R. §1 .63, and a 
surcharge for its late filing. This Notice set a two-month period for reply. 

In reply, applicant filed the instant petition (and fee), a declaration executed by inventors 
Lovejoy, and McCleary. To make timely this reply, a four-month extension of time was 
requested. 



1A grantable petition under 37 C.F.R. §1. 47(a) requires: 

(1) the petition fee of $130; 

(2) a surcharge of either $65 or $130 if the petition is not filed at the time of filing the application; 

(3) a statement of the last known address of the non-signing inventors; 

(4) proof that a copy of the entire application (specification, claims, drawings, and the oath or declaration) 
was sent or given to the non-signing inventor for review; 

(5) proof that the non-signing inventor refuses to sign the oath or declaration after having been presented 
with the application papers if the inventor refuses to sign, or proof that diligent efforts have been made 
to locate the non-signing inventor if he or she cannot be found, and; 

(6) a declaration which complies with 37 CFR §1.63. 
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Petitioner has further included a statement of facts from an attorney of record. 

Petitioner has stated on the record that he sent a copy of the declaration to signing inventor 
Lovejoy on October 1, 2001, requesting that each of the three joint inventors execute the 
document. On December 13, 2001, he sent a "reminder letter" to signing inventor Lovejoy On 
three occasions, petitioner e-mailed the two signing inventors regarding "the papers". On March 
5, 2002, signing inventor Lovejoy responded that the "formal papers" had been forwarded to the 
non-signing inventor. Petitioner states that since March 5, 2002, his attempts to contact the 
signing inventors via telephone or e-mail have been unsuccessful, and the non-singing inventor 
has not provided an executed declaration. 

Petitioner has met requirements (1), (2), (3), and (6) above. 

It is not clear whether petitioner is alleging that the address of the non-signing inventor is 
unknown, or that the non-signing inventor has refused to sign, as the petition is silent as to this 
point. 

Assuming petitioner is asserting that the correct address of the inventor is not known, Petitioner 
has failed to meet requirement (5) above. There here is no indication that Rule 47 applicant 
attempted to verify the non-signing inventor's address or to determine his forwarding address, 
and to send the application papers to that address for consideration by non-singing inventor 
MacDonough . No mention is made as to any search done for the non-signing inventor. If 
attempts to obtain a forwarding address or to locate the non-signing inventor by other means 
such as through E-mail, telephone, or the Internet continue to fail, then applicant will have 
provided the necessary proof required under 37 C.F.R. §1.47 that the inventor cannot be reached. 
Details of the efforts to locate the non-signing inventor should be set forth in an affidavit or 
declaration of facts by a person with first hand knowledge of the details. Applicant should 
submit documentary evidence such as the results of an E-mail or Internet search. 

Assuming petitioner is asserting that the non-signing inventor has refused to sign, petitioner has 
failed to meet requirements (4) and (5) above. 

Regarding the fourth requirement above, petitioner has not shown that a complete copy of the 
application was sent to the non-signing inventor. Petitioner states that a two letters were sent to 
one of the non-signing inventor's, the first of which was accompanied only by the declaration. 
This establishes that the Rule 47 applicant did not present the non-signing inventor with a copy 
of the entire application. Where a refusal of the inventor to sign the application papers is 
alleged, the Office requires the petitioner to establish that a bona fide attempt was made to mail a 
complete copy of the application, which entails the specification, claims, drawings, and oath or 
declaration. As only the declaration was sent to a party other than the non-signing inventor, the 
fourth requirement has not been met. On renewed petition, it should be established that a 
complete copy of the application was sent to the non-signing inventor. 



2 See MPEP 409.03(d). 

3 See MPEP 409.03(d). 
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For these reasons, the petition under 37 C.F.R. § 1.47(a) is DISMISSED 

reqU6St Sh ° U,d *** * — entS 
The reply to this letter may be submitted by mail 6 - \ hand-delivery 8 , or facsimile 9 
The application file will be retained in the Office of Petitions for two (2) months. 

Telephone inquiries should be directed to Petitions Attorney Paul Shanoski at (703) 305-001 , . 




Paul Shanoski 
Attorney 

Office of Petitions 

United States Patent and Trademark Office 



4 ^^^^SS^ ^ Petki0ner ^ eStabMShed th3t thC ° ther P ° rti0ns ^ -Pinion -e 

5 In re Gray, 115 USPQ 80 (Comm'r Pat. 1956). 

6 Commissioner for Patents, Box DAC, Washington, DC 2023 1 

8 Office of Petitions, 2201 South ClTpia^e Crv^i m , c A,exandr,a > VA ' 22313-1450. 

9 (703) 308-6916, Attn: Office of Peufions ^ ™ *' 3 ° 23 ' Arlingt0n ' VA 22202 " 



